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ARGUMENT 

Applicant hereby responds to the Examiner's brief. 
Rejections Under § 102(b) 

With respect to the rejections under § 102(b), the Examiner maintains, in the "Response 
to Argument" portion of his brief, that the valve of Evans meets the limitation "constructed and 
arranged to provide all metering positions from a fully closed position to a fully open position." 
As described in detail in the opening brief, this is simply not the case. The valve of Evans is 
either fully open or fully closed and performs "metering" by a pumping action; there is no 
provision for that valve to be maintained in intermediate positions. 

The Examiner's contention that the Evans valve performs "metering" because "the 
plunger traverses the entire cross section of the inlet port 97A when moving from its closed 
position to its open position" is misplaced. The process of opening or closing does not provide 
for metering as claimed, at least because it does not allow for the plunger to be maintained in an 
intermediate position. 

It is also not the case that an "arrange[ment] to provide all metering positions from a fully 
closed position to a fully open position" is inherent in the valve of Evans. As described in 
M.P.E.P § 2131.10, in the passage quoted in the Examiner's brief, evidence of inherency "must 
make clear that the missing descriptive matter is necessarily present in the thing described in the 
reference." It is not the case that this feature, as claimed, is "necessarily present" in the valve of 
Evans. As described in the opening brief, the description of Evans does not include a valve that 
is "constructed and arranged to provide all metering positions from a fully closed position to a 
fully open position." Because there is no description or enablement of any embodiment that 
necessarily includes this feature, there can be no inherency. See Elan Pharmaceuticals, Inc. v. 
Mayo Foundation for Medical Education and Research , 346 F.3d 1051 (Fed. Cir. 2003), 
requiring that "the [prior art] patent must have sufficiently described and enabled at least one 
embodiment that necessarily featured or resulted in the subject matter embraced by [the] 
limitation"). The Examiner's assertion that one of skill in the art would recognize that the device 
of Evans is "capable" of being operated in an incremental fashion finds no support in the 
reference. 
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Rejections Under § 103(a) 

With respect to the rejections under § 103(a), the Examiner maintains that the Shank, Jr. 
and Schmidt references can be combined to arrive at the claimed invention. The Examiner fails, 
however, to effectively rebut applicant's arguments. 

First, the Examiner again fails to cite any motivation to make this combination and is, 
instead, using the applicant's disclosure as a guide by which to construct the claimed invention. 
The Examiner asserts that the Schmidt reference discloses a media valve in which incremental 
metering is performed, but identifies no actual reason for combining it with Shank, Jr. 
Essentially, the Examiner has taken the applicant's disclosure and located multiple prior art 
references that are asserted to include all of the claim limitations and that are then combined 
without regard to any prior art suggestion to do so. The bare fact that the Schmidt reference 
teaches metering is not a suggestion to combine it with Shank, Jr. There is no prima facie case 
of obviousness. 

Second, even if properly made, the asserted combination of Shank, Jr. and Schmidt 
would not contain all of the features of the claimed invention, most notably because the only 
mechanism for metering disclosed in Schmidt is the threaded shaft 80. Inserting the threaded 
shaft 80 in the valve of Shank, Jr. as the mechanism for providing incremental metering would 
necessarily eliminate the claimed plunger and piston. 

Recognizing this problem, the Examiner departs from the rejections maintained in the 
Final Office Action and adds an additional feature to the asserted combination, "a threaded shaft 
from the spring 72 side of the piston to limit the opening stroke of the piston." That addition 
would not result in a combination that included all of the claim limitations, however, as the 
device would then be prevented from opening (or closing) past a certain point, meaning that it 
would not meet the claim limitation "constructed and arranged to provide all metering positions 
from a fully closed position to a fully open position." At any given time, the device would not 
be able to fully open (or close). 

The Examiner's argument on the issue of a reasonable expectation of success is flawed 
for the same reasons, as it relies on "a threaded shaft ... to form an adjustable valve opening 
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limit stop." The addition of this feature would mean that not all of the claim limitations would 
be found in the combination. 

For the foregoing reasons, and those contained in the opening brief, Applicant submits 
that each of the claim rejections was improper and should be reversed. 
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